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Opi nion by Cissel, Admi nistrative Trademark Judge:
On June 27, 1999, applicant filed the above-referenced

application to register the mark shown bel ow

= T COIN E

JIANSPHILOSOPHY
on the Principal Register for “clothing,” in International
Class 25. The basis for filing the application was

applicant’s assertion that it possessed a bona fide
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intention to use mark in comerce in connection with the
identified goods.

In addition to requiring a nore definite
i dentification-of-goods clause and a disclainmer of the
descriptive term“JEANS,” apart from mark as shown, the
Exam ning Attorney refused regi stration under Section 2(d)
of the Lanham Act, 15 U. S.C. Section 1052(d), on the ground
that if applicant’s mark were to be used in connection with

clothing, it so resenbles the mark shown bel ow,

$TONE

which is registered' for “wearing apparel for nen, womnen,

children and i nfants-nanely, infants’ two piece coordinated
sets consisting of tops with blooners or tailored shorts,

shorts, slacks, knit and woven tops, overalls, bib overalls
with snap crotch, ronper sets, sunsuits with ruffled seats,
and sunsuits; children’s tops, shorts, slacks, bib overalls
with snap crotch, overalls, sun dresses, sunsuits, sunsuits
with ruffled seats, ronper sets, two piece coordinated sets

consisting of tops with blooners or tailored shorts,

! Reg. No. 1,140, 430, issued on the Principal Register to Stone
manuf acturing That Co., a South Carolina corporation, on Cct. 14,
1980, and subsequently renewed.
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athletic tops and shorts; ladies’ and girls’ |ingerie,
i ncluding gowns, lingerie sets, half slips, slips, panties,
sl eep shirts, pajana sets, cam sole tops and robes; nen’'s
underwear, including boxers and tailored shorts and nen’s
athletic wear-nanely, track, athletic and running shorts,
sport tops and warmup jackets,” that confusion would be
likely. He reasoned that the dom nant portion of the mark
applicant seeks to register is the same word that is the
registered mark inits entirety, and that the goods wth
whi ch applicant intends to use the nark are either the sane
as, or are closely related to, the goods specified in the
cited registration.

Applicant responded to the first Ofice Action with a
di sclaimer of the word “JEANS” apart fromthe mark as shown
and argunent on the issue of |ikelihood of confusion, but
applicant did not address the requirenent for a nore
definite identification-of-goods clause. In support of
applicant’s contention that confusion with the cited
regi stered mark woul d not be likely, applicant submtted a
listing obtained fromthe United States Patent & Trademark
Ofice’'s Trademark Text and | mage Dat abase of seventy-one
regi stered trademarks and forty-one marks for which
applications to register had been filed. Each of these

mar ks i ncludes the word “STONE,” and, although the goods
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listed in the various applications and registrations are
not specified, all are designated as being in Cass 25.

The clothing itens specified in the application, as
subsequently anmended, and those listed in the cited
registration are also classified in dass 25. Typical
exanpl es of these marks are as follows: CAPSTONE,
STONEWEAR DESI GNS, STONE BAY, CORNER STONE, BLACKSTONE

CGRI ND STONE UNI VERSAL, ONE SMOOTH STONE, STONERI CH, STONE
HAVEN and STONEBRI DGE. These are just the first ten marks
on the list. Each mark on applicant’s list conbines the
word “stone” with at |east one other termor letter.
Appl i cant took the position that this evidence denonstrates
that “stone” is weak and | acks source-identifying
significance. Additionally, applicant argued that the mark
applicant seeks to register, when considered inits
entirety, is not simlar to the cited regi stered nark.

The Exam ning Attorney advised applicant that its
response was i nconplete because it did not address the
requirement for a nore definite identification-of-goods
cl ause, and all owed applicant additional tinme in which to
do so. Applicant tinely submtted an amendnent to the
application, specifying the goods with which it intends to
use the mark as follows: “clothing, nanely jeans, jackets,

vests, shirts, shoes, tennis shoes, boots, belts,
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underwear, and accessories for sports and prof essional
wear .’

The Exam ning Attorney found the wording “accessories
for sports and professional wear” to be unacceptably
indefinite, and additional anmendnent to specify the
comer ci al nanes of these goods was required. Applicant’s
argunents on the issue of |ikelihood of confusion were
considered, but the refusal to register under Section 2(d)
t he Lanham Act was mai nt ai ned.

Appl i cant responded by anending the identification-of-
goods clause to the follow ng: “clothing, nanely jeans,

j ackets, vests, shirts, shoes, tennis shoes, boots, belts,
and underwear,” in Class 25. Along with this amendnent,
applicant filed a Notice of Appeal fromthe final refusal
to regi ster under Section 2(d) of the Act.

The Board instituted the appeal, but suspended action
on it and remanded the application to the Exam ning
Attorney for consideration of the anendnent. He accepted
t he amended identification of the goods, but nmaintained the
final refusal to register based on |ikelihood of confusion
under Section 2(d). Submtted with this Ofice Action were
copies of third-party registrations obtai ned from Pat ent

and Trademark O fice official records showi ng that various
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busi nesses have registered their marks for a wide variety
of clothing itenms for nmen, wonen and infants.
Applicant tinely filed its appeal brief, the Exam ning

Attorney filed his brief on appeal,?

and applicant filed a
reply brief. Applicant did not request an oral hearing
before the Board, so we have resol ved this appeal based on
the witten record and the argunents presented by applicant
and the Exam ning Attorney in their respective briefs.

Based on careful consideration of this record and
t hese argunents, we hold that if applicant were to use the
mark it seeks to register on the goods identified in the
application, as anended, confusion with the cited
regi stered mark woul d be |ikely.

The test for determ ning whether confusion is, or wll
be, likely is well settled. In its opinionininre E |
duPont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973), the predecessor to our primary review ng court
enunci ated a nunber of factors to be considered in
resolving this issue. Chief anong them are the

simlarities between the narks and the simlarities between

? Copies of ten third-party registrations of marks which include
the word “stone” were attached to applicant’s brief. Odinarily,
t he Board woul d not consider such evidence under Trademark Rule
2.142(d), but because the Exam ning Attorney did not object to
its consideration, and in fact addressed its probative value in
his brief, we have considered it as if he had stipulated to its
adm ssi on.
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t he goods or services with which they are, or are intended
to be, used. See Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). Under
certain circunstances, a portion of a mark consisting of
separate el enents can be nore significant in creating the
comrerci al inpression that the mark engenders than ot her

| ess dom nant elenments. 1In re National Data Corp., 753
F.2d 1056, 224 USPQ 749 (Fed. Cr. 1988).

The marks are not necessarily going to be conpared
on a side-by-side basis, but rather are nore likely to be
encountered at different times and under different
ci rcunstances by ordinary consunmers, who will not
necessarily have perfect nenories, but instead will be
likely to recall the mark they first encountered in terns
of its overall comrercial inpression. In re Continental
Graphics Corp., 52 USPQd 1374 (TTAB 1999).

In the instant appeal, confusion is |ikely because the
mar k applicant seeks to register is simlar to the cited
regi stered mark and the goods with which applicant intends
to use it are closely related to the goods set forth in the
cited registration. These marks create simlar comrercia
i npressi ons because the dom nant portion of applicant’s
mark is the sane word, “STONE,” which is the registered

mark in its entirety.
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The evidence submitted by the Exam ning Attorney
establ i shes that consuners have reason to expect that the
goods listed in the registration and the goods specified in
the application, if sold under the sane or simlar marks,
woul d emanate fromthe same source. In re Albert Trostel &
Sons Co., 29 USPQ2d 1783 (TTAB 1983). Applicant nmakes no
persuasi ve argunments to the contrary.

The case boils down to whether the marks are so
simlar that confusion would be likely. Were the goods
are the sane or closely related, in order for confusion to
be likely, the marks in question do not need to be as
simlar as would be the case if the goods were not as
close. ECI Division of E Systenms, Inc. v. Environnental
Communi cations Inc., 207 USPQ 443 (TTAB 1980). The word
“STONE” is the registered mark in its entirety. Although
applicant’s mark includes a design elenment and the term
“JEANSPHI LOSOPHY” in much smaller letters, it is the sane
term “STONE,” which is the domi nant portion of applicant’s
mark. It is this word, rather than the conpl ex design of
an oval wth a sideways chevron design or the coined term
“JEANSPHI LOSPHY” presented beneath “STONE” and in snaller
letters than those in which “STONE” is shown, that is the
nost di scernible part of the mark, the part that will be

nost easily renenbered and used to call for or to recommend
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t he goods. Prospective purchasers who are famliar with
clothing sold under the registered “STONE” mark woul d, upon
encountering applicant’s clothing products under the mark
here sought to be registered, be likely to assune,
erroneously as it would turn out to be, that the sane
source is responsible for all such goods.

Applicant’s argunents to the contrary are not
persuasi ve. The pending and registered marks |isted as
being in Cass 25 in the response to the first Ofice
Action do not show “weakness” of the word “STONE’ as an
i ndi cator of source for clothing. Even if we knew what the
Class 25 goods were that are listed in these registrations,
t he marks thenselves all create conmercial inpressions
whi ch are substantially different fromthat created by the
registered mark cited as a bar to registration of
applicant’s mark. The sane is true for the marks in the
regi strations which applicant attached to its brief.

“STONE TARLOW SI GNATURES, ” “ STONE HARBOR, " “STONE WOLF

VI NYARDS” and “STONE MOUNTAIN,” for exanple, are no nore
simlar to each other than they are to the cited registered
mar k. The existence of these registrations hardly
justifies registering applicant’s mark over the cited

regi stered mark.
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There is no evidence in support of applicant’s
argunent that confusion is not likely because its mark
connotes “softness,” or, for that matter, that the
connotation of the word “STONE” is different in applicant’s
mark fromthe connotation it has in the cited registered
mar k.

Because the mark applicant seeks to register is
simlar to the cited registered mark and because the goods
wi th which applicant intends to use it are closely rel ated
to the goods set forth in the cited registration, confusion
woul d be likely.

We have no doubt that confusion would be likely if
applicant were to use the mark it seeks to register in
connection with the goods specified in the anended
application, but even if we did have sone doubt, it would
have to be resolved in favor of the registrant and prior
user, and agai nst applicant, who, as the second coner, had
a duty to select a mark which is not likely to cause
confusion with a mark already in use in its field of
commerce. In re Hyper Shoppes (Chio) Inc., 837 F2d 463, 6
UsP@d 1025 (Fed. Gir. 1988).

DECI SION: The refusal to register under Section 2(d)

of the Act is affirned.
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